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REMARKS 

S, fte non-flmU Office Action mrilcd May 1 . 2007. claims 1-49 w»e pending, and claims 
,.49,vcre«dcc«d. Ctaims 55-59 have been added in to response. Claims 30 and 41 have 
beencanceU«l since d»ya«d>,Uca«v.of*e claims ftoa.v,hicheaehdepends. In v.e«of*e 

following remarics. recondderaHon and allovrance of the present appHo«ion .a« hereby 

requested. 

Claims 1-8, 16-21. 26-31. 36-41. and 46-49 stand rejected under 35 U.S.C. § 102(b)as 
being anticipated by U.S. Patent No. 6,185.356 to Parker et al. Claims 1-2, 4-8. 16-21, 26-27. 
29-31 36-37 39-41 . and 46 stand rejected under 35 U.S.C.(b) § 102(b) as being anticipated by 
U S Patent No. 3.796.214 to Davis. Claim 4 stands rejected under 35 U.S.C. § 103(a) as being 
unpatentable over the '356 patent in view of U.S. Patent No. 3.807.393 to McDonald. Claims 9- 
14. 22-24, 32-34, and 42-44 stand rejected under 35 U.S.C. § 103^a) as being unpatentable over 
Packer et ll. Claims 15. 25. 35, and 45 stand r^ected under 35 UiS.C. § 103(a) as being 
unpatentable over the Parker et al. in view of U.S. Patent No. 5.293,863 to Zhu et ai. 

It is well established that "an invention is anticipated if the same device, including all the 
claim limitations, is shown in a single prior art reference. Every element of the claimed 
invention must be literally present, arranged as in the claim." Firhardson v SuT^i Motor Co. 
Ltd. 868 F.2d 1226, 1236, 9 USPQ2d 1913. 1920 (Fed. Cir. 198?). The claims mustnotbe 
treated as "mere catalogs of separate parts, in disregard of the part-to-part relationships set forth 
in the claims and that give the claims their meaning." T indemann Maschinenfahrik GMBH v. 
A»,..1.»n T4.i.t and D.rrl.V non^nanv et al.. 730 F.2d 1452, 1459. 221 USPQ 481. 486 (Fed. 
Cir, 1984). As a result, a reference that coincidentaUy lists features of a claim without describmg 
the clahned arrangement, relationship, and organization of such features cannot anticipate. 

Applicants submit that Parker et al. fail to at least disclose the features of claim I 
including a lighting element including at least one wall member, "said at least one wall member 
positionable along said inner wall surface and frictionally ens^penWe with said imier wall 
^.^...^ fricttonal en p « p»"^nt sufficient to maintain a position of said lighting element 
r ^l.riv^ to «aid retractor ." (Emphasis added). Page 2 of the OfSce Action states: 

Parker et al. disclose a surgical instrument including a retractor 2860 and a 
lighting element including multiple ttansmitting elen^ents «iclosed in a 
protective cover 2500 having cover portions or «wallimembers» 2500A and 
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16, lines 13-65, col. 17, lines 19-35 andbol. 18. Imes 50-62). 
AS discussed in their January 31, 2007 Response f Office Action, W Applicants submit the 
sections of the «356 patent relied on by the Examiner do not disclose each of the features of 
claim 1. Inthe Response to Arguments section ohhe Office Actidn. the Examiner stated 
«[r]egarding the anticipation rejections over Parker et al. (US 6,185.356), the embodiment of 
Figures 25A and 25 B does not show mechanicalMers.- Office Action, page 4. Applicants 
submit Parker et al. is silent as to how and/or eveii if the lighting device of Figures 25A and 25B 
is attachable to the retractor 2860. An anticipatioL rejection of claim 1 cannot properly be 
supported by the embodiment of Figures 25A an^ 25B since there is no disclosure in these 
Figures of the arrangement of elements recited irl claim 1, and it is not proper to infer the 
arrangement of elements of claim 1 from the lacij of fasteners shown in Figs. 25A and 25B. 
Additionally, looking to the embodiment of Figiiies 28A and 286. Parker et al. disclose that 
«[a]ttachment member 2850 can take a variety oji suitable forms, jncluding adhesive tape, Velcro 
fasteners, clips, hooks, tabs, clamps, snaps and tile like." SescoL 18, lines 52-54. Furthermore, 
Parker et al. disclose that "protective cover 2856 [sic] may suitably include molded cUps, hooks, 
tabs, or the like, for the attachment of an accessjp." To that en* it is submitted that at least one 
wall member of the light transmitting member ol^Figurds 25A and 25B and/or the light 
transmitting member 28 1 0 is not fiictionally eniageable with the accessory device 2860. 
Instead, as indicated above, Parker et al. rely onk mec^nical or adhesive connection to attach 
the light transmitting member to the accessory device 2860. Theprefore. Parker et al. do not 
disclose all of the features of claim 1. jj 

As discussed in theix January 31, 2007 IjLesponse to Office Action, Davis discloses a 
perineal retractor 10 including a blade 12 to wMch tubular memll»ers 50, 51 may be engaged. 
However, instead of disclosing that at least onelUu member of the tubular members 50, 51 is 
fiictionally engageable to the retractor 10. Davj? disclo^ that *tt]he tubular members may be 
joined to the blade by any conventional technique, such as soldering", See col. 3. Imes 32-33. 
On page 4 of the Office Action, the Examiner diales 

"[rlegarding the anticipation rejectioyis over Davis (US 3,796,214) it is 
noted that the light transmitting elements t*°P^^y f "^age or 
fictionally engageable with the insi ' " " - 
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of the plurality of fibers could be considU a waJl menjber and the other a 
lighting element" 

Ugh,U>«chofU«fibe,apticbu™iles. col. 3. li«=s 41-46. Tt. Applicant. subn... to, even 
arguen^ to. one of *e fiber, is a wall =.emb« and ft. other a Ughting elemen,, tee 
is no diselosare in Davis to. one fiber «OTorB fhk o,h« fibers s« Keient to mainain a pos>uon 
„, to fibers rd^ive » to reOaCor. in conttas. ^lain. 1. «bich «i«s to. to a. leas, one «aU 
member is ftic.ion.lly engageable to inner irnll surflKe of to retoKtor » mainKnn a 
position of to Ugtalng elemen. relative u> to rettacor. TTierrfor i, DavU also <loes no. dKclose 

all the features of claim 1 . 

Turning to independent claim 1 6, its features include a li^ Ming element having at least 
one wall member and at least one light transmittiAg element alonj - said at least one wall member, 
said at least one wall member being bendable to conform with th| inner wall surfece for 
Mctional engagement therewith, the frictional engagement suffic ^ent to.maintain a position of 
the lighting element relative to the retmctor. Parlcer et al. and DaUs fail to disclose such features 
for at least the reasons explained in connection vjith the rejection of clahn I . 

Claim 26 is directed to a surgical instrument for accessinjj and iUuminatiiig a space 
within a body of a patient, comprising, amongst bther features, a' retractor including an imier wall 
surface and a lightmg element including at least pne wall member, "said at least one wall 


member frictinnallv ^npaeeable with said inner 
movable axja»v alone sa iH inner wall surface of 


'(^raU surface, whferein said lipHinp element is 
said retractor ffir reposj tinninfy said lighting 


Mpm..t in .aid wPrHn p channel whi lr mnir-^-^"r ^"-^-""^ .n|.. ^ement with said inner wal l 
surface," Parker et al. and Davis do not disclose that at least on(; wall member of the light 
transmitting member 281 0 or the tubular members 50, 51 is fnctionally engageable with the 
accessory device 2860 or the retractor 10. respeitively, as discussed above in regard to claim 1 . 
Moreover, neither of the patents discloses a lighting element "movable axially along said imier 
wall surface of said retmctor for repositioning skd lighting element in said working channel 
while maintainmg frictional engagement with said inner wall surface." The Office Action fails 
to identify and a review of the references fails ti reveal any dis(>losure of these features. 
Therefore, the '356 patent and the '214 patent fkil to disclose all the features of claim 26. 
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Claim 36 is submitted as patentable over Parker et al. and ifavis at least because the 
patents do not disclose that at least one wall member of the light .xlnsnutti^^ 
the tubular members 50. 5 1 is frictionally engageable with the accessory device 2860 or the 
.tractor 10. respectively, as discussed above in regard to claim 1. Additionally, as discussed m 
the January 31, 2007 Response to Office action, neither, of the patents discloses a lightmg 
element "movable circumfesn^ 

repositioning said lighting element in said working channel whileUintaining Actional 
engagement with said inner wall surface." Specifically. Davis dijloses that the tubular 
members 50. 51 are soldered to the blade 12 of the retractor 10. Wore, it is respectfully 
submitted that the tubular members 50. 5 1 are not movable circuAferentially relative to the 
retractor 10. In the Response to Arguments section, the Examine| stated "one of the plurality of 
fibers could be considered a wall member and tiie other a lighting element." Office Action, page 
4 As discussed above with reference to claim 1. nothing in Da4 supports this position. In 
contrast. Davis is silent as to a lighting element "movable cirpunterentially about said inner wall 
surface of said retractor for repositioning said lighting element ii| said working channel while 
maintaining frictional engagement with said inner waU surfece."| 

Furthermore, considering that Parker et al. disclose mecl|nical or adhesive connectors 
for attaching the accessory device 2860 to the light transmitting member 2810, it is submitted 
tiiat member 2810 is not circumferentially movable relative to djvice 2860. The Examiner, in 
the Response to Arguments section, stated "the embodiment of figures 25A and 25 B does not 
show mechanical fasteners." Office Action, page 4. In contrast,jParker et al. is silent as to how 
and/or even if tiie lighting device of Figures 25A and 25B is att|^hable to tiie retractor 2860. 
Accordingly, claim 36 is submitted as patentable over Parker et^. and Davis and the Applicants 
iespectfiilly request withdrawal of the rejection of independent |laim 36 as being anticipated 

i 

thereby, | 

Claim 46 also" stands rejected under 35 U.S.C. §102(b) | being anticipated by Parker et 
al. and Davis. Claim 46 is directed to a surgical instrument for Accessing and illuminating a 
space within a body of a patient, comprising, a retractor positio|able with the body of the patient 
and including an imier wall surface defining a working chamiel|herealong and a lighting element 
including r«irnf wall members and at least one tight ti:ansmi|ng element between said pair of 
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.^1 m«.bers, said pdr of »«U1 member fonring iLSSfflsa^^ 

said ou«.«alls«rfa«positian.blc.long«idm„« wall ^rfeo. of saidr^^^^^ 

I, is respectfuU, subnu«ed that Pa*« « al. doe, not disclio a BgWng el=m». ™th a 
oon^avcly curved i™er waH surftce oriented and ocposed f a v«>rtd.« ch»mel as that 

feature is set forth in claim 46, As diseussedin the January 31. Respona. to Office AcUon. 
Parker et al. discloses a light transmitting memho: 2810 «ith a eirfular croas-section, vtoch. aa 
best seen in FIG. 28B. includes a convexly curved outer surftce 2|02 v*ich extends d>out 
member 2810 and is exposed to the woridngchannel provided bytceessory device 2860. 
However, concavely curved inner surftce 2804 is not exposed to |.e vrarttig channel. 
Additionally, the embodiment of Figures 25A and 25B ftib to dilclose a eon<»vely curved mner 
v«ll surface of the lighting element and farther fails to disclose t|at the concavely curved umer 
wall surface of the lighting element is oriented toward and exposfa to the vrorking Aannel of the 

retractor. 1 

With regard to Davis, it does not disclose that either of thp members 50, 5 1 include wall 
members. Moreover, the concavely curved imier surface of the tabular members 50, 51 is not 
exposed to the working chamiel provided by retractor 10.; Addit|naUy. referring to one of the 
fibers as a wall member and the other a lighting element would i|pt correct the deficiency of 
Davis. Applicants respectfully request withdrawal oftherejectidp of independent 

being anticipated by Parker et al. and Davis. 

In addition to the patentability of the corresponding base claims, fiirther reasons support 
patentabiUty of rejected dependent claims.:Forexample, claims?, 18,28,38 'therein said at 
least one waU member includes an inner wall member aiid an oi|er wall member, said plurality 
of Ught transmitting elements being positioned in a passage bet|een said inner wall member and 
said outer wall member." Claims 3. 28 and 38 were liot rejecte| by Davis, therefore it is not 
understood how Davis could be properly considered to dUclose|hese same features recited in 
claim 18. Accordingly, Davis does not anticipate claimlS. 

Claims 6, 19, 29 and 39 recite "whprpin said innei: wall 


jurface of said retractor 


substantially enJlosis said working channiland said,^ i|ast on! wall member of said lighting 
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element extends about at least 50 percent of said inner >^aU; surfacl." Neither Parker et al. nor 
Davis disclose a retractor with an inner waU surface that substanti|lly encloses the workmg 
channel. Rather, the retractors disclosed therein are n^i substanti|ly enclosed by an inner 
surface to which a lighting element is engaged. nius,.ies:e claimji are allowable. 

Claims 7, 20, and 40 recite "wherein said Ughl|ig :elemen| is movable axially along said 
inner wall surface wrhile said at least one wall membe^maintains tictiorial engagement 
therewith" and claims 8. 21 and 31 recite "wherein sat^ lighting ^ement is movable 
circumferentially along said imier waU surface while |d at least one wall member maintains 
Actional engagement therewith." Neither Parker et a| nor Davis disclose an arrangement of 
elements where at least one wall member of the lighting element Untains friction engagement 
with the retractor while the lighting element is moval|^ axially o^ curcumferentially. Rather, as 
discussed above, each reference ^scloses an aixangelent where U wall member of the lighting 
element is fixed in position relative to the retractor, «|d no arrangement is disclosed that permits 
axial or circumferential movement while maintainin^-Mctional ^ngagement. Accordingly, these 

claims are allowable. i-j 

Therefore, for at least these reasons, claims ditending fi:i)m rejected base claims 1, 16, 
26, 36 and 46 that were rejected as anticipate by Park^ et al. ani Davis ate allowable. 
Withdrawal of the rejection of these claims is respecifijlly requebted. 

With regard to the rejections of the dependerilkmrns unqler 35 USC §103(a), claim 4 was 
rejected as unpatentable over Parker et al. in view o^McDonald! 


Claim 4 depends from claim 1 


and is allowable a least for the reasons claim 1 is alldjsvable. 

With regard to the §103(a) rejection of deper^fient claim|9-14, 22-24. 32-34 and 42-44 in 
view of Parker et al. alone, the Office Action asserts|'it would Ijave been an obvious matter of 
design choice to one skilled in the art at the time theitivention xjms made to construct the cover 
portions with convex and concave shapes, since appfiant has n ^t disclosed that this solves any 
stated problem or is anything more than one of numf ous shape| or configurations a person 
ordinary skiU in the art would find obvious for the puipose of pjioviding a cover portion." Office 
Action, page 3. The Office Action has provided noiishowing as 


to why it would have been 


obvious to modify Parker et al. in such a manner. 
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Often itwillbenecessary...tolooktointeh|platedteac|ingsofmultiple 
paSs Te effects of demands known to th^ design cofmumty or present 
Kr;x^ketplace; and the background knofledge Pofc^^^ ^P^^^ 
l.vi«g ordinary skill in the art,^aUmorde^^^^^^ 


@|019 


tfements in tjjie fashion claimed 
should be made 


an apparent reason to combine the known S 

by the patent at issue. To facilitate review, tibis analysis! i ... 
explicit . Cmiejections on obviousness grpun^s cann|)t be sustamed by 
mere conclusory statements; instead, ther^ ^nust be some f c^^^ted 
reasoning with some rational underpinning ijo support the legal conclusion 
of obviousness")- • ■'■ 

KSR. 82 USPQ2d at 1396 (citations removed). Ther^jfor^. the Ojffice Action lacks the required 
cogent rationale for the proposed modifications. i! j. 

Furthermore, the assertion that "applicant hasi|iot;disclos|d that this solves any stated 
problem or is anything more than one of numerous ^4pes or coijfigurations a person ordinary 
skill in the art would find obvious for the purpose of ^roYiding a cover portion" is not supported 
infart. Oneexampleofaproblemsolvedbythec<^gurationcrtheconfigurationi^ 
discussed at paragraph [0026] of the publication of ttjp p^sent a ^plication. Tlie claimed shape 
conesponds to the shape of the workmg channel sojt^at ie worl |ing channel remains 
substantially unobstructed by the lighting element sojjthat surgicjp instrument can be employed in 
the working channel while the lighting element rema|is engage< j to the retractor in the working 
channel. Accordingly, the rejection of claims 9-14i |2-24. 32-3 i and 42-44 is traversed and 
withdrawal ofthe same is respectfully requested. ; jj I 

With regard to the §103(a) rejectibn of dep^iienit claim^| 15, 25, 35 and 45 over Parker et 
al. in view of Zhu et al., these claims depend from b|se claims tj|iat are allowable for the reasons 
provided above. Therefore, withdrawal of the rejection j)f these |claim8 is respectfully requested. 

New claims 55-59 have been add?d in this hjspojise, an| depend from claims 46, 1,16, 
26 and 36, respectively. Support for the new claimsl^s found at ^east in paragraph [0021] of the 
publication of the present application. The new olai|is tecite a fetructural connection betvreen the 


wall members and the light transmitting element thaj^ is not disc 

Allowance of claims 55-59 is respectfully requested!] 
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In view of the foregoing amendments 
present application is in condition for 
59. Reconsideration of the present applicati 
action towards a Notice of Allowance is 
contact the undersigned by telephone to 
application. 


and rem^s, it is resbectfiiUy submitted that the 

clai lis 1-29, 31-40, 42-49 and 55- 
as am^l^iiedlis resp jctfially requested. Timely 
solici^d. ■jrhe Examiner is encouraged to 
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